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In the United States Patent and Trademark Office 



In re Application 



OP: 



GORTZ ET AIi. 



Serial No. 10/510,477 



Filed: 



FOR: 



October 07, 2004 



Atty. Docket: 



*C 0 5 2005 



PF++53405 



Confirmation No.: 



Group Art Unit: 



7354 



1711 



Examiner: 



Due Truong 



Production of Polyoxymethylene and suitable (ii) Cata- 
lysts 

I hereby certify that this correspondence 1b being 
f acsioula transmitted on the date indicated below to 
commissioner of Patents and Trademark*, Alexandria, 
Va 22313-1450, at: (571) 273-8300 

Extension Ho, ~~ 

or is being deposited with the United StAttS Postal 
Service with sufficient postage as first class mail 
in art envelope addressed to Commissioner for Patents 
and TradetArfca, Alexandria, va 22313-1450, 

0ns fJ/S7ZGDS 



Date o: 



ranfeniissi.* 



Depot 



Person Makii 



Signature 




Honorable Commissioner 

for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



RgpfrY vnder 37 C.F.R. 

Sir: 

In reply to the Office action of September 06, 2005, it is re- 
spectfully requested that the following remarks be entered and con- 
sidered for further prosecution of the above-identified application: 



Remarks 

Claims 1 to 9 as preliminarily amended upon filing of the ap- 
plication are currently pending in this case. 

The Examiner rejected Claims 8 and 9 under 35 U.S.C. §102 (b) as 
being anticipated by the teaching of Edelmann at ai. (J. Org, chem. 
309 . 87 (1986)), pointing in particular to certain Cn s -CsB4CHO)M(CO) 3 
Sn(CH3>2 compounds, or complex salts, addressed on page 92 of the 



051129 - 1 - 

PAGE 2/5 ' RCVD AT 12/5/2005 5:06:21 PM [Eastern Standard Time]* SVR:USPTO-EFXRF-fi/24 4 DNIS:2738300* CSID:2026590105 * DURATION (mm-ss):01-30 



Fax sent by : 2026598165 



NDDQ LLP 



12-85-85 17:85 P g : 3/5 



Serial No. 10/510,477 GORTZ et al. pp 0000053405 

reference and to Edelmann et al.'s disclosure that the Sti(CH 3 ) 2 moiety 
may be replaced by halogen or Au(PPh 3 ), Hovever, applicants' Claims 8 
and 9 specifically relate, to compounds in which the anion r repre- 
sented by Z of applicants' formula (la), is trif luoromethanesulfo- 
nate, trif luoroacetate r tetraf luoroborate, hexafluorophosphate or 
hexafluoroantimonate, Neither one of the complex salts which are ad- 
dressed in the teaching of Edelmann et al . comprises one of the 
groups which are enumerated in applicants' definition of 2 as set 
forth in Claim 8 and incorporated into Claim 9 by reference to Claim 

Anticipation under Section 102 can be found only if a reference 
shows exactly what is claimed. 1 ) The test for anticipation is one of 
identity, the identical invention must be shown in the reference in 
as complete detail as is contained in the claim. 2 ) Since Edelmann et 
al. fail to address complex salts in which the anion meets the provi- 
sion© of applicants' moiety Z r the respective teaching can clearly 
not be considered to provide an identical description of applicants' 
invention as is required for a finding of anticipation under Section 
102. It is therefore respectfully requested that the rejection of 
Claims 8 and 9 based on the teaching of Edelmann et al. be withdrawn. 

For essentially the same reasons it is respectfully requested 
that the Examiner withdraw the rejection of Claims 8 and 9 under 35 
U.S.C. §102 (b) as being anticipated by the teaching of Chaloyard ©t 
al. (inorg. Chera. 12, 3217 (1980)) which solely describes complex salts 
in which the anion is iodide. Favorable action is solicited- 

Additionally r the Examiner rejected Claims 1 to 7 under 35 u.S.C. 
§103 (a) as being unpatentable in light of the teaching of of Gb 
1/187/233 when taken in view of the disclosure of Edelmann et al* 
(ibid.) and of Chaloyard et al. (ibid.)* The Examiner argued in this 
context inter alia that Edelmann et al. and Chaloyard et al. dis- 
closed "that the ring substituted derivatives o£ cyolopentadienyl 
tricarbonyl complexes are included in organometallic complex cations 
and can Jbe used as catalyst"**) However, neither Edelmann et al. nor 
Chaloyard et al. suggest or imply that the referenced complex salts 
exhibit any oatalytic activity. The respective references merely ad- 

1) Cf, Titanium Ketais Corp. v. Banner, 770 P,2d 775, 227 USPQ 773 (Fed. Cir. 1985); 
In re Marshall 577 F.2d 301, 198 USPQ 344 (OCFA 1978)? Xn re Kalm 378 F.2d 959> 154 
USPQ 10 (CCPA 1967). 

2) Cf. Richardson v. Suzuki Motor Co., 868 P. 2d 1226, 9 USPQ2d 1913 (Fed. Cir. 1989). 

3) Eg. page 3, lines B to 10, of the Office action dated September 06 , 2005. 
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dress the synthesis of the complex cations, and some of their physi- 
cal characteristics* 

The Examiner further pointed out that GB 1,187,233 as described a 
preparation of polyoxyinethylene by polymerizing formaldehyde or 
trioxane, or another source for oxymethylene units, in the presence 
of certain organometallic complex cation, and argued that it would 
have been obvious for a person of ordinary skill in the art to re- 
place the complex cations referenced in the British reference by one 
of the complex cations addressed by Edelmann et al* and/or Chaloyard 
et al. it has to be noted, however, that the complex salts which are 
employed in the polymerization described in the British reference are 
represented by formula (i> 4 > 

x (i) 

and that the coordinating metal M of said complex salts is a part of 
the anion rather than the cation whereas. The metal of the catalysts 
which are employed in accordance with the teaching of GB 1,187,233 
is, accordingly, part of a negatively charged part of the complex 
salt. In contrast thereto, the complex salts addressed by Edelmann et 
al. and/or Chaloyard et al. comprise the metal as part of the cation, 
ie. the metal is part is the positively charged part of the complex 
salt. The complex salts which are used in GB 1,187,233 to catalyze 
the manufacture of oxymethylene polymers are, therefore distinctly 
different from the complex salts which are addressed in the secondary 
references relied upon by the Examiner. Bearing in mind the distinct 
structural differences between the complex salts and the fact that 
the secondary references are silent as to a catalytic effectivity of 
the specified (ti s -C 5 H 4 CHO)M<C0) 3 compounds, the Examiner's position 
that a person of ordinary skill in the art would have been motivated 
to replace the catalysts employed in accordance with the British ref- 
erence by one of the complex salts addressed in the secondary refer- 
ences is not deemed to be well taken. 

The Examiner also argued that the respective complex salts had 
the same functionality- However, the information about the function- 
ality of the complex salts described by Edelmann et al . and by Chalo+~ 

4) Cf . eg. page 1, indicated line 40, and page 2, indicated line 9, of OB l r lB7,233. 
051129 _ 3 • 





/ Ai 4 1 




\ 


/ 






-c 




/ 


\ 






i *"| 


m 



PAGE 4/5 * RCVD AT 12/5^005 5:06:21 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-«24 * DNIS:2738300 * CSID:2026590105 * DURATION (mm-ss):01-30 



Fax sent by : 2826590185 



NDDQ LLP 



12-85-85 17:86 



Pg : 5/5 



Serial No. 10/510,477 



GOrtz et al. 



PF 0000053405 



yard et al, as catalysts in the preparation of polyoxymethylene is 
not provided by the prior art relied upon by the Examiner in the 
rejection. Rather, the Examiner gleans this information from the dis- 
closure which applicants' provided of their invention* The respective 
argument is, therefore, not deemed to be permissible in the deter- 
mination whether the subject matter of applicants' claims was obvious 
at the time applicants' made their invention. To imbue one of ordi- 
nary skill in the art with the knowledge of the invention in suit, 
when no prior art reference or references of record convey or suggest 
that knowledge, is to fall victim to the insidious effect of a hind- 
sight syndrome wherein which only the inventor taught is used against 
the teacher. 5 ) 

For the foregoing reasons applicants' are of the opinion that the 
teaching of GB 1,187,233 when taken in view of the disclosures of 
Kdelxnann et a J . and of Chaloyard et al. cannot be considered to ren- 
der applicants' invention prima facie obvious within the meaning of. 
Section 103(a). Favorable reconsideration of the Examiner's position 
and withdrawal of the rejection is, therefore, respectfully solic- 
ited . 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 
Account No. 14.1437. Please credit any excess fees to such deposit 



Customer No,; 26474 
1300 Eye street, N.W. 
Suite 400 East Tower 
Washington, D.C 20005 
(202) 659-0100 

JDV/BAS 



5) C£. Gore & Msoqb., Inc. v. Garlock, Inc., 721 F.2d 1540, 230 USPO 303 (Fed. Cir. 
1983). 
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Respectfully submitted, 




Jason D . Voight 
Reg. No. 42,205 
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